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DETAILED ACTION 

This Office action is responsive to communication received 03/14/2005 - 
Response to Notice of Non-Compliant Amendment. 
Claims 1-10 remain pending. 

The reply filed on 03/14/2005 is not fully responsive (See 37 CFR §1 .1 1 1 ) to the 
prior Office Action because of the following omission(s) or matter(s): 

1 . Applicant has failed to include an averment that no new matter has been 
introduced. If applicant continues to prosecute the application, revision of the 
specification and claims to present the application in proper form is required. While an 
application can be amended to make it clearly understandable, no subiect matter can be 
added that was not disclosed in the application as originallv filed . Note copies of 37 
CFR § 1 .1 1 1 -1 .138. attached to this Office action. 

The following is a format, which may be used to transmit a letter to ratify a 
revision of the specification/claims/drawings: 

I hereby ratify that the revision to the specification, claims, and/or drawings submitted on 
for Serial # contains no new matter. 


I hereby declare that all statements made herein of my own knowledge are true and that 
all statements made on information and belief are believed to be true; and further that 
these statements were made with the knowledge that willful false statements and the like 
so made are punishable by fine or imprisonment or both, under Section 1001 of Title 18 
of the United States Code and that such willful false statements may jeopardize the 
validity of the application or any patent issued thereon. 

Full name of inventor 

Inventor's signature Date^ 

2. Applicant has failed to specifically point out the supposed error's in the 
examiner's action and has not replied to every ground of objection and rejection in the 
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prior Office action. See 37 CFR §1 .1 1 1 , a copy of which is provided with this Office 
action. 

§1.111 Reply by applicant or patent owner to a non-final Office action. 

(a) (1) If the Office action after the first examination (§ 1.104) is adverse in any 
respect, the applicant or patent owner, if he or she persists in his or her 
application for a patent or reexamination proceeding, must reply and request 
reconsideration or further examination, with or without amendment. See §§ 1.135 
and 1.136 for time for reply to avoid abandonment. 

(2) A second (or subsequent) supplemental reply will be entered unless 
disapproved by the Director. A second (or subsequent) supplemental reply 
may be disapproved if the second (or subsequent) supplemental reply unduly 
interferes with an Office action being prepared in response to the previous reply. 
Factors that will be considered in disapproving a second (or subsequent) 
supplemental reply include: 

(i) The state of preparation of an Office action responsive to the previous 
reply as of the date of receipt (§ 1 .6) of the second (or subsequent) 
supplemental reply by the Office; and 

(ii) The nature of any changes to the specification or claims that would result 
from entry of the second (or subsequent) supplemental reply. 

(b) In order to be entitled to reconsideration or further examination, the applicant 
or patent owner must reply to the Office action. The reply by the applicant or 
patent owner must be reduced to a writing which distinctly and specifically points 
out the supposed errors in the examiner's action and must reply to every ground of 
objection and rejection in the prior Office action. The reply must present 
arguments pointing out the specific distinctions believed to render the claims, 
including any newly presented claims, patentable over any applied references. If 
the reply is with respect to an application, a request may be made that objections 
or requirements as to form not necessary to further consideration of the claims be 
held in abeyance until allowable subject matter is indicated. The applicant's or 
patent owner's reply must appear throughout to be a bona fide attempt to advance 
the application or the reexamination proceeding to final action. A general 
allegation that the claims define a patentable invention without specifically 
pointing out how the language of the claims patentably distinguishes them from 
the references does not comply with the requirements of this section. 

(c) In amending in reply to a rejection of claims in an application or patent under 
reexamination, the applicant or patent owner must clearly point out the patentable 
novelty which he or she thinks the claims present in view of the state of the art 
disclosed by the references cited or the objections made. The applicant or patent 
owner must also show how the amendments avoid such references or objections. 
[46 FR 29182, May 29, 1981; para, (b) revised, 62 FR 53131, Oct. 10, 1997, effective 
Dec. 1, 1997; paras, (a) and (c) revised, 65 FR 54604, Sept. 8, 2000, effective Nov. 7, 
2000; para, (a)(2) revised, 68 FR 14332, Mar. 25, 2003, effective May 1, 2003] 
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3. (i) Applicant lias failed to meet tine requirements of 37 CFR §1.121. In 
particular, a complete listing of all claims has not been presented. The listing of claims 
must include the text and the proper status identifier. It is unclear if the applicant simply 
desires to present the identical, original claims for further reconsideration on the merits, 
or if the applicant desires to amend the claims. 

(ii) It is clear that applicant is unfamiliar with the manner of making 
amendments using the mechanisms provided through §1.121. To facilitate the 
consideration of those claims, including those proposed changes, which 
applicant is attempting to have entered, it is strongly suggested that the applicant 
simply include a direction to cancel the original claims 1-10 and enter new claims 
numbered, for example, 11-20. With the introduction of new claims, ail that is 
required is that the necessary status identifier (new) precludes each claim. No 
further underlining or bracketing is required with the introduction of new claims. 

Bv way of example only and in response to this action, the applicant may 
simply state, 

CANCEL original claims 1-10. 

Please ENTER new claims 11-20 as follows: 

11. (new) A putter head comprising 

(ii) For further explanation of the amendment format required by §1 .121 , 
see MPEP Section 714 and the USPTO website at the following address: 

http://www.uspto.gov/web/offices/pac/mpep/documents/appxr_1_121.htm 
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It would be of great assistance to the Office if all inconning papers pertaining to a 
filed application carried the following itenrjs: 

1 . Serial number (checked for accuracy). 

2. Group art unit number (copied from filing receipt or most recent 
Office Action). 

3. Filing date. 

4. Name of the examiner who prepared the most recent Office action. 

5. Title of invention. 


The following are suggested formats for either a Certificate of Mailing or 
Certificate of Transmission under 37 CFR 1 .8(a). The certification may be included with 
all correspondence conceming this application or proceeding to establish a date of 
mailing or transmission under 37 CFR 1 .8(a). Proper use of this procedure will result in 
such communication being considered as timely if the established date is within the 
required period for reply. The Certificate should be signed by the individual actually 
depositing or transmitting the correspondence or by an individual who, upon information 
and belief, expects the correspondence to be mailed or transmitted in the normal course 
of business by another no later than the date indicated. 

Certificate of Mailing 

I hereby certify that this correspondence is being deposited with the United States Postal Service with 
sufficient postage as first class mail in an envelope addressed to: 

Commissioner for Patents 
P.O. 80x1450 
Alexandria, VA 22313-1450 

on . 

(Date) 

Typed or printed name of person signing this certificate: 


Signature: 
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Certificate of Transmission 

I hereby certify that this correspondence is being facsimile transmitted to the United States Paterrt and 

Trademark Office, Fax No. (703 ) - on . 

(Date) 

Typed or printed name of person signing this certificate: 
Signature: 

Please refer to 37 CFR 1 .6(d) and 1 .8(a)(2) for filing limitations concerning 
facsimile transmissions and mailing, respectively. 

The applicant is strongly encouraged to visit the official website for the USPTO at 
(www.uspto.gov ) for access to additional information and services available to individual 
inventors. 

Since the above-mentioned reply appears to be bona fide, applicant is given 
ONE (1) MONTH or THIRTY (30) DAYS from the mailing date of this notice, whichever 
is longer, within which to supply the omission or correction in order to avoid 
abandonment. EXTENSIONS OF THIS TIME PERIOD MAY BE GRANTED UNDER 
37 CFR 1.136(a). 

Any Inquiry concerning this communication or earlier communications fl"om the , 
examinier should be directed to Sebastiano Passaniti whose telephone number is 571- 
272-4413. The examiner can nonmally be reached on Mon-Fri (6:30-3:00). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Greg Vidovich can be reached on 571-272-4415. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). 



■Sebastiano Passaniti 
Primary Examiner 
Art Unit 3711 


S.Passaniti/sp 
June 10, 2005 
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§ 1.105 


same person or organization or subject to an obliga- 
tion of assignmeni to the same person or organization 
at the time the claimed invention was made. 

(5) The claims in any original application 
naming an inventor will be rejected as being pre- 
cluded by a waiver in a published statutory invention 
registration naming that inventor if the same subject 
matter is claimed in the application and the statutory 
invention registration. The claims in any reissue 
application naming an inventor will be rejected as 
being precluded by a waiver in a published statutory 
invention registration naming that inventor if the reis- 
sue application seeks to claim subject matter: 

(1) Which was not covered by claims 
issued in the patent prior to the date of publication of 
the statutory invention registration; and 

(ii) Which was the same subject matter 
waived in the statutory invention registration, 
(d) Citation of references. 

( 1 ) If domestic patents are cited by the exam- 
iner, their numbers and dates, and the names of the 
patentees will be stated. If domestic patent application 
publications are cited by the examiner, their publica- 
tion number, publication date, and the names of the 
applicants will be staled. If foreign published applica- 
tions or patents are cited, their nationality or country, 
numbers and dates, and the names of the patentees 
will be stated, and such other data will be furnished as 
may be necessary to enable the applicant, or in the 
case of a reexamination proceeding, the patent owner, 
to identify the published applications or patents cited. 
In cititig foreign published applications or patents, in 
case only a part of the document is involved, the par- 
ticular pages and sheets containing the parts relied 
upon will be identified. If printed publications are 
cited, the author (if any), title, date, pages or plates, 
and place of publication, or place where a copy can be 
found, will be given. 

(2) When a rejection in an application is 
based on facts within the personal knowledge of an 
employee of the Office, the data shall be as specific as 
possible, and the reference must be supported, when 
called for by the applicant, by the affidavit of such 
employee, and such affidavit shall be subject to con- 
tradiction or explanation by the affidavits of the appli- 
cant and other persons. 

(e) Reasons for allowance. \f the examiner 
believes that the record of the prosecution as a whole 


does not make clear his or her reasons for allowing a 
claim or claims, the examiner may set forth such rea- 
soning. The reasons shall be incorporated into an 
Office action rejecting other claims of the application 
or patent under reexamination or be the subject of a 
separate communication to the applicant or patent 
owner. The applicant or patent owner may file a state- 
ment commenting on the reasons for allowance within 
such time as may be specified by the examiner. Fail: 
ure by the examiner to respond to any statement com- 
menting on reasons for allowance does not give rise to 
any implication. 

(43 FR 20465, May II, 1978; 46 FR 29182, May 29, 
1981; para, (d), 47 FR 41276, Sept. 17, 1982, effective date 
Oct. 1, 1982; para, (e), 50 FR 9381. Mar. 7, 1985, effective 
May 8. 1985: para, (e), 57 FR 29642, July 6, 1992, effec- 
tive Sept. 4, 1992: revised, 62 FR 53131, Oct. 10, 1997, 
effective Dec. 1. 1997; para, (c)(4) revised, 65 FR 14865, 
Mar. 20, 2000, effective May 29, 2000 (adopted as final. 
65 FR 50092, Aug. 16, 2000); paras, (a)(2) and (e) revised, 
65 FR 54604, Sept. 8, 2000. effective Nov. 7, 2000; para. 
(a)(5) removed and para. (d)( 1 ) revised. 65 FR 57024, Sept. 
20. 2000. effective Nov. 29, 2000] 

§ 1.105 Requirements for information. 

(a)(1) In the course of examining or treating a 
matter in a pending or abandoned application filed 
under 35 U.S.C. 1 11 or 371 (including a reissue appli- 
cation), in a patent, or in a reexamination proceeding, 
the examiner or other Office employee may require 
the submission, from individuals identified under § 
1.56(c), or any assignee, of such information as may 
be reasonably necessary to properly examine or treat 
the matter, for example: 

. (i) Commercial databases: The existence 
of any particulariy relevant commercial database 
known to any of the inventors that could be searched 
for a particular aspect of the invention. 

(ii) Search: Whether a search of the prior 
art was made, and if so, what was searched. 

(iii) Related information: A copy of any 
non-paieni literature, published application, or patent 
(U S- or foreign), by any of the inventors, that relates 
to the claimed invention. 

(iv) information used to draft application: 
A copy of any non-patent literature, published appli- 
cation, or patent (U.S. or foreign) that was used to 
draft the application. 
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(v) Infonnaiion used in invention process'. 
A copy of any non-paiem literature, published appli- 
cation, or patent (U.S. or foreign) that was used in the 
invention process, such as by designing around or 
providing a solution to accomplish an invention 
result. 

(vi) Improvements: Where the claimed 
invention is an improvement, identification of what is 
being improved. 

(vii) In Use: Identification of any use of the 
claimed invention known to any of the inventors at 
the lime the application was filed notwithstanding the 
date of the use. 

(2) Where an assignee has asserted its right 
to prosecute pursuant to § 3.7 1 (a) of this chapter, mat- 
ters such as paragraphs (a)(l)(i), (iii), and (vii) of this 
section may also be applied to such assignee. 

(3) Any reply that states that the information 
required to be submitted is unknown and/or is not 
readily available to the party or parties from which it 
was requested will be accepted as a complete reply. 

(b) The requirement for information of para- 
graph (a)(1) of this section may be included in an 
Office action, or sent separately. 

(c) A reply, or a failure to reply, to a require- 
ment for information under this section will be gov- 
erned by §§ 1.135 and 1.136. 

[Removed and reserved, 62 FR 53131, Oct. 10, 1997, 

effeciive Dec.], 1997; added, 65 FR 54604, Sept. 8, 2000, 
effective Nov. 7, 2000] 

§ 1J06 [Reserved] 

[24 FR 10332, Dec. 22, 1959; 34 FR 18857, Nov. 26, 
1969; para, (c) added, 47 FR 21752, May 19. 1982. effec- 
tive July 1, 1982; paras, (d) and (e). 50 FR 9381, Mar. 7. 
1985, effective May 8, 1985; removed and reserved, 62 FR 
53131, Oct. 10, 1997, effective Dec, 1, 1997] 

§ 1.107 [Rescrvedl 

146 FR 29182. May 29, 1981: para, (a) revised. 61 VR 
42790, Aug. \9. 1996, effective Sept. 23, 1996; removed 
and reserved, 62 FR 53131, Oct. 10, 1997. effeciive Dec. I. 
1997] 


§ 1.108 [Reserved] 

[50 FR 9381. Mar. 7, 1985. effective May 8, 1985; 
removed and reserved, 62 FR 53131. Oct. 10, 1997. effec- 
tive Dec. U 1997] 

§ 1.109 [Reserved] 

[46 FR 29182, May 29, 1981: removed and reserved. 
62 FR 53131. Oct. 10, 1997. effective Dec. I, 1997] 

§ 1.110 Inventorship and date of invention of the 
subject matter of individual claims. 
When more than one inventor is named in an appli- 
cation or patent, the Patent and Trademark Office, 
when necessary for purposes of an Office proceeding, 
may require an applicant, patentee, or owner to iden- 
tify the inventive entity of the subject matter of each 
claim in the application or patent. Where appropriate, 
the invention dates of the subject matter of each claim 
and the ownership of the subject matter on the dale of 
invention may be required of the applicant, patentee 
or owner. See also §§ 1 .78(c) and 1 . 1 30. 

150FR938KMar.7, 1985. effeciive date May 8, 1985: 
revised, 61 FR 42790, Aug. 19, 1996. effeciive Sept. 23. 
1996] 

ACTION BY APPLICANT AND FURTHER 
CONSIDERATION 

§ 1.111 Reply by applicant or patent owner to a 
non-final Office action. 

(a)(1) If the Office action after the first examina- 
tion (§ 1.104) is adverse in any respect, the applicant 
or patent owner, if he or she persists in his or her 
application for a patent or reexamination proceeding, 
must reply and request reconsideration or further 
examination, with or without amendment. See §§ 
1.135 and 1.136 for time for reply to avoid abandon- 
ment. 

(2) A second (or subsequent) supplemental 
reply will be entered unless disapproved by the Direc- 
tor. A second (or subsequent) supplemental reply may 
be disapproved if the second (or subsequent) supple- 
mental reply unduly interferes with an Office action 
being prepared in response lo the previous reply. Fac- 
tors that will be considered in disapproving a second 
(or subsequent) supplemental reply include: 
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(i) The Slate of preparation of an Office 
action responsive to the previous reply as of the date 
of receipt (§ 1 .6) of the second (or subsequent) sup- 
plemental reply by the Office; and 

(ii) The nature of any changes to the speci- 
fication or claims that would result from entry of the 
second (or subsequent) supplemental reply. 

(b) In order to be entitled to reconsideration or 
further examination, the applicant or patent owner 
must reply to the Office action. The reply by the 
applicant or patent owner must be reduced to a writ- 
ing which distinctly and specifically points out the 
supposed errors in the examiner's action and must 
reply to every ground of objection and rejection in the 
prior Office action. The reply must present arguments 
pointing out the specific distinctions believed to ren- 
der the claims, including any newly presented claims, 
patentable over any applied references. If the reply is 
with respect to an application, a request may be made 
that objections or requirements as to form not neces- 
sary to further consideration of the claims be held in 
abeyance until allowable subject matter is indicated. 
The applicant's or patent owner's reply must appear 
throughout to be a bono fide attempt to advance the 
application or the reexamination proceeding to final 
action. A general allegation that the claims define a 
patentable invention without specifically pointing out 
how the language of the claims patentably distin- 
guishes them from the references does not comply 
with the requirements of this section. 

(c) In amending in reply to a rejection of claims 
in an application or patent under reexamination, the 
applicant or patent owner must clearly point out the 
patentable novehy which he or she thinks the claims 
present in view of the state of the art disclosed by the 
references cited or the objections made. The applicant 
or patent owner must also show how the amendments 
avoid such references or objections. 

146 FR 29182. May 29. 1981; para, (b) revised, 62 FR 
53131, Oct. 10. 1997. effective Dec. L 1997; paras, (a) and 
(c) revised, 65 FR 54604, Sept. 8. 2000, effective Nov. 7. 
2000: para, (a)(2) revised, 68 FR 14332, Mar. 25, 2003, 
effective May 1 . 2003] 


§ 1.112 Reconsideration before final action. 

After reply by applicant or patent owner (§ 1.1 1 1 
or § I -945) to a non-final action and any comments by 
an iiuer partes reexamination requester (§ 1 .947), the 
application or the patent under reexamination will be 
reconsidered and again examined. The applicant, or in 
the case of a reexamination proceeding the patent 
owner and any third party requester will be notified if 
claims are rejected, objections or requirements made, 
or decisions favorable to patentability are made, in the 
same manner as after the first examination (§ 1.104). 
Applicant or patent owner may reply to such Office 
action in the same manner provided in § 1.111 or 
§ 1.945, with or without amendment, unless such 
Office action indicates that it is made final (§ 1.1 13) 
or an appeal (§ 1.191) has been taken (§1.116), or in 
an inter pmtes reexamination, that it is an action clos- 
ing prosecution (§ 1.949) or a right of appeal notice 
(§ 1.953). 

(46 FR 29182, May 29, 1981; revised. 62 FR 53131, 
Oct. 10, 1997. effective Dec. K 1997; revised. 65 FR 
54604, Sept. 8, 2000. effective Nov. 7, 2000: revised. 65 
FR 76756, Dec. 7. 2000, effective Feb. 5, 2001 ] 

§ 1.113 Final rejection or action. 

(a) On the second or any subsequent examina- 
tion or consideration by the examiner the rejection or 
other action may be made final, whereupon appli- 
cants, or for ex parte reexaminations filed under 
§ 1.510, patent owner s reply is limited to appeal in 
the case of rejection of any claim (§ 1/191), or to 
amendment as specified in § 1.114 or § 1 .1 16. Petition 
may be taken to the Director in the case of objections 
or requirements not involved in the rejection of any 
claim (§ 1.181). Reply to a final rejection or action 
must comply with § 1 .114 or paragraph (c) of this sec- 
tion. For final actions in an inter partes reexamination 
filed under § 1.91 3, see § 1.953. 

(b) In making such final rejection, the examiner 
shall repeal or state all grounds of rejection then con- 
sidered applicable to the claims in the application, 
clearly stating the reasons in support thereof 

(c) Reply to a final rejection or action must 
include cancellation of, or appeal from the rejection 
of, each rejected claim. If any claim stands allowed, 
the reply to a final rejection or action must comply 
with any requirements or objections as to form. 
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[24 FR 10332. Dec. 22, 1959; 46 PR 29182, May 29, 
1981; revised, 62 FR 53131. Oct. 10, 1997, effective Dec. 
K 1997: revised, 65 FR 14865. Man 20, 2000, effective 
May 29, 2000 (adopted as final, 65 FR 50092, Aug. 16, 
2000); para, (a) revised, 65 FR 76756, Dec. 7, 2000, effec- 
tive Feb. 5, 2001; para, (a) revised, 68 FR 14332, Mar. 25, 
2003, effective May 1,2003] 

§ LM4 Request for continued examination. 

(a) If prosecution in an application is closed, an 
applicant may request continued examination of the 
application by filing a submission and the fee set forth 
in § 1.1 7(e) prior to the earliest of: 

( 1 ) Payment of the issue fee, unless a petition 
under § 1 .3 1 3 is granted; 

(2) Abandonment of the application; or 

(3) The filing of a notice of appeal to the U.S. 
Court of Appeals for the Federal Circuit under 35 
U.S.C. 141, or the commencement of a civil action 
under 35 U.S.C. 145 or 146, unless the appeal or civil 
action is terminated. 

(b) Prosecution in an application is closed as 
used in this section means that the application is under 
appeal, or that the last Office action is a final action (§ 
1.113), a notice of allowance (§ 1.311), or an action 
that otherw^ise closes prosecution in the application. 

(c) A submission as used in this section 
includes, but is not limited to, an information disclo- 
sure statement, an amendment to the written descrip- 
tion, claims, or drawings, new arguments, or new 
evidence in support of patentability. If reply to an 
Office action under 35 U.S.C. 132 is outstanding, the 
submission must meet the reply requirements of § 

i.ni. 

(d) if an applicant timely files a submission and 
fee set forth in § 1 -17(e), the Office will withdraw the 
finality of any Office action and the submission will 
be entered and considered. If an applicant files a 
request for continued examination under this section 
after appeal, but prior to a decision on the appeal, it 
will be treated as a request to withdraw the appeal and 
to reopen prosecution of the application before the 
examiner. An appeal brief under § 1.192 or a reply 
brief under § 1.193(b), or related papers, will not be 
considered a submission under this section. 

(e) The provisions of this section do not apply 

to: 


(1) A provisional application; 

(2) An application for a utility or plant patent 
filed under 35 U.S.C. 11 1(a) before June 8, 1995: 

(3) An international application filed under 
35 U.S.C. 363 before June 8, 1995; 

(4) An application for a design patent: or 

(5) A patent under reexamination. 

[Added 65 FR 14865, Mar. 20, 2000, effective May 29, 
2000; revised 65 FR 50092, Aug. 16, 2000] 

AMENDMENTS 

§ 1.115 Preliminary amendments. 

(a) A preliminary amendment is an amendment 
that is received in the Office (§ 1.6) on or before the 
mail date of the first Office action under § 1.104. 

(b) (1) A preliminary amendment will be entered 
unless disapproved by the Director. A preliminary 
amendment may be disapproved if the preliminary 
amendment unduly interferes with the preparation of a 
first Office action in. an application. Factors that will 
be considered in disapproving a preliminary amend- 
ment include: 

(1) The state of preparation of a first 
Office action as of the date of receipt (§ 1 .6) of the 
preliminary amendment by the Office; and 

(ii) The nature of any changes to the speci- 
fication or claims that would result from entry of the 
preliminary amendment. 

(2) A preliminary amendment will not be dis- 
approved if it is filed no later than: 

(i) Three months from the filing date of an 
application under § 1.53(b); 

(ii) The filing dale of a continued prosecu- 
tion application under § 1.53(d); or 

(iii) Three months from the date the 
national stage is entered as set forth in § 1.491 in an 
international application. 

(c) The time periods specified in paragraph 
(b)(2) of this section are not extendable. 

[46 FR 29183. May 29. 1981; removed and reserved. 
62 FR 53131, Oct. 10. 1997. effective Dec. I, 1997: added, 
65 FR 54604, Sept. 8. 2000. effective Nov. 7. 2000: para. 
(b)(1) revised, 68 FR 14332. Mar. 25. 2003, effective May 
1.20031 
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§ 1.116 Amendments after final action or appeal. 

(a) An amendment after final action or appeal 
must comply with § 1.114 or this section. 

(b) After a final rejection or other final action 
(§ 1 .1 13) in an application or in an ex parte reexami- 
nation filed under § 1.510, or an action closing prose- 
cution (§ 1.949) in an inter partes reexamination filed 
under § 1.913, amendments may be made canceling 
claims or complying with any requirement of form 
expressly set forth in a previous Office action. 
Amendments presenting rejected claims in better form 
for consideration on appeal may be admitted. The 
admission of, or refusal to admit, any amendment 
after a final rejection, a final action, an action closing 
prosecution, or any related proceedings will not oper- 
ate to relieve the application or patent under reexami- 
nation from its condition as subject to appeal or to 
save the application from abandonment under 
§ 1 . 1 35, or the reexamination from termination. No 
amendment can be made in an inter partes reexamina- 
tion proceeding after the right of appeal notice under 
§ 1 .953 except as provided for in paragraph (d) of this 
section. 

(c) If amendments touching the merits of the 
application or patent under reexamination are pre- 
sented after final rejection, or after appeal has been 
taken, or when such amendment might not otherwise 
be proper, they may be admitted upon a showing of 
good and sufficient reasons why they are necessary 
and were not earlier presented. 

(d) No amendment can be made as a matter of 
right in appealed cases. After decision on appeal, 
amendments can only be made as provided in 
§§ 1.198 and 1.981, or to carry into effect a recom- 
mendation under § 1 . 1 96 or § 1 .977. 

(24 FR IQ332, Dec. 22, 1959; 46 FR 29183, May 29, 
1981: para, (a) revised, 62 FR 531 31. Oct. 10, 1997, effec- 
tive Dec. I, 1997; revised, 65 FR 14865, Mar. 20, 2000. 
effective May 29. 2000 (adopted as final, 65 FR 50092, 
Aug. 16, 2000): paras, (b) and (d) revised. 65 FR 76756, 
Dec. 7, 2000, effective Feb. 5. 20011 

§ 1.117 (Reserved] 

1 Removed and reserved. 62 FR 53131, Oct. 10. 1997. 
effective Dec. L 1997) 


§ 1.118 [Reserved] 

|48 FR 2712, Jan. 20, 1983, effective Feb. 27, 1983; 
removed and reserved, 62 FR 5313K Oct. 10. 1997. effec- 
tive Dec. 1, 1997] 

§ 1.119 [Reserved] 

[32 FR 13583, Sept,.28, 1967; removed and reserved. 
62 FR 53131, Oct. 10, 1997, effective Dec. 1. 19971 

§ 1.121 Manner of making amendments in appli- 
cations. 

(a) Amendments in applications, other than 
reissue applications. Amendments in applications, 
other than reissue applications, are made by filing a 
paper, in compliance with § 1.52, directing that speci- 
fied amendments be made. 

(b) Specification. Amendments to the specifica- 
tion, other than the claims, computer listings (§ 1 .96) 
and sequence listings (§ 1 .825), must be made by add- 
ing, deleting or replacing a paragraph, by replacing a 
section, or by a substitute specification, in the manner 
specified in this section. 

(1) Amendment to delete, replace, or add a 
paragraph. Amendments to the specification, includ- 
ing amendment to a section heading or the title of the 
invention which arie considered for amendment pur- 
poses to be an amendment of a paragraph, must be 
made by submitting: ' ; 

(i) An instruction, which unambiguously 
identifies the location, to delete one or more para- 
graphs of the specification, replace a paragraph with 
one or more replacement paragraphs, or add one or 
more paragraphs; 

(ii) The full text of any replacement para- 
graph with markings to show all the changes relative 
to the previous version of the paragraph. The text of 
any added subject matter must be shown by underlin- 
ing the added text. The text of any deleted matter must 
be shown by strike-through except that double brack- 
ets placed before and after the deleted characters may 
be used to show deletion of five or fewer consecutive 
characters. Hie text of any deleted subject matter 
must be shown by being placed within double brack- 
ets if strikethrough cannot be easily perceived; 

(iii) The full text of any added paragraphs 
without any underlining; and; 


R-79 


Rcv.2.May20(M 


§ 1.121 


MANUAL OF PATENT EXAMINING PROCEDURE 


(iv) The lexi of a paragraph to be deleted 
must not be presented with strike-through or placed 
within double brackets. The instruction to delete may 
identify a paragraph by its paragraph number or 
include a few words from the beginning, and end, of 
the paragraph, if needed for paragraph identification 
purposes. 

(2) Amendment by replacement section. If the 
sections of the specification contain section headings 
as provided in § 1.77(b), § 1.154(b), or § 1.163(c), 
amendments to the specification, other than the 
claims, may be made by submitting: 

(i) A reference to the section heading 
along with an instruction, which unambiguously iden- 
tifies the location, to delete that section of the specifi- 
cation and to replace such deleted section with a 
replacement section; and; 

(ii) A replacement section with markings 
to show all changes relative to the previous version of 
the section. The text of any added subject matter must 
be shown by underlining the added text. The text of 
any deleted matter must be shown by strike-through 
except that double brackets placed before and after the 
deleted characters may be used to show deletion of 
five or fewer consecutive characters. The text of any 
deleted subject matter must be shown by being placed 
within double brackets if strike-through cannot be 
easily perceived. 

(3) Amendment by substitute specification. 
The specification, other than the claims, may also be 
amended by submitting:: 

(i) An instruction to replace the specifica- 
tion; and 

(ii) A substitute specification in compli- 
ance with §§1.1 25(b) and (c). 

(4) Reinstatement of previously deleted para- 
graph or section. A previously deleted paragraph or 
section may be reinstated only by a subsequent 
amendment adding the previously deleted paragraph 
or section. 

(5) Presentation in subsequent amendment 
document. Once a paragraph or section is amended in 
a first amendment document, the paragraph or section 
shall not be represented in a subsequent amendment 
document unless it is amended again or a substitute 
specification is provided. 


(c) Claims. Amendments to a claim must be 
made by rewriting the entire claim with all changes 
(e.g., additions and deletions) as indicated in this sub- 
section, except when the claim is being canceled. 
Each amendment document that includes a change to 
an existing claim, cancellation of an existing claim or 
addition of a new claim, must include a complete list- 
ing of all claims ever presented, including the text of 
all pending and withdrawn claims, in the application. 
The claim listing, including the text of the claims, in 
the amendment document will serve to replace all 
prior versions of the claims, in the application. In the 
claim listing, the status of every claim must be indi- 
cated after its claim number by using one of the fol- 
lowing identifiers in a parenthetical expression: 
(Original), (Currently amended), (Canceled), (With- 
drawn), (Previously presented), (New), and (Not 
entered), 

(1) Claim listing. All of the claims presented 
in a claim listing shall be presented in ascending 
numerical order. Consecutive claims having the same 
status of "canceled" or "not entered" may be aggre- 
gated into one statement {e.g.. Claims 1-5 (can- 
celed)). The claim listing shall commence on a 
separate sheet of the amendment document and the 
sheet(s) that contain the text of any part of the claims 
shall not contain any other part of the amendment. 

(2) When claim text with markings is 
required. All claims being currently amended in an 
amendment paper shall be presented in the claim list- 
ing, indicate a status of "currently amended," and be 
submitted with markings to indicate the changes that 
have been made relative to the immediate prior ver- 
sion of the claims. The text of any added subject mat- 
ter must be shown by underlining the added text. The 
text of any deleted matter must be shown by strike- 
through except that double brackets placed before and 
after the deleted characters may be used to show dele- 
tion of five or fewer consecutive characters. The text 
of any deleted subject matter must be shown by being 
placed within double brackets if strike-through cannot 
be easily perceived. Only claims having the status of 
"currently amended," or "withdrawn" if also being 
amended, shall include markings. If a withdrawn 
claim is currently amended, its status in the claim list- 
ing may be identified as "withdrawn — currently, 
amended." 
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(3) When claim text in clean version is 
required. The lexi of all pending claims not being cur- 
rently amended shall be presented in the claim listing 
in clean version, i.e., without any markings in the pre- 
sentation of text. The presentation of a clean version 
of any claim having the status of "original;' "with- 
drawn" or **previously presented" will constitute an 
assertion that it has not been changed relative to the 
immediate prior version, except to omit markings that 
may have been present in the immediate prior version 
of the claims of the status of '^withdrawn" or "previ- 
ously presented.'' Any claim added by amendment 
must be indicated with the status of "new" and pre- 
sented in clean version, i.e., without any underlining. 

. (4) When claim text shall not be presented: 
canceling a claim. 

(i) No claim text shall be presented for 
any claim in the claim listing with the status of "can- 
celed" or "not entered." 

(ii) Cancellation of a claim shall be 
effected by an instruction to cancel a particular claim 
number Identifying the status of a claim in the claim 
listing as "canceled" will constitute an instruction to 
cancel the claim. 

(5) Reinstatement of previously canceled 
claim. A claim which was previously canceled may be 
reinstated only by adding the claim as a "new" claim 
with a new claim number. 

(dj Drawings. One or more application draw- 
ings shall be amended in the following manner: Any 
changes to an application drawing must be in compli- 
ance with § 1 .84 and must be submitted on a replace- 
ment sheet of drawings which shall be an attachment 
to the amendment document and, in the header, 
labeled "Replacement Sheet." Any replacement sheet 
of drawings shall include all of the figures appearing 
on the immediate prior version of the sheet, even 
if only one figure is amended. All changes to the 
drawing(s) shall be explained, in detail, in either the 
drawing amendment or remarks section of the amend- 
ment paper. 

( I ) A marked-up copy of any amended draw- 
ing figure, including annotations indicating the 
changes made, may be included. The marked-up copy 


must be clearly labeled as "Annotated Marked-up 

Drawings" and must be presented in the amendment 
or remarks section that explains the change to the 
drawings. 

(2) A marked-up copy of any amended draw- 
ing figure, including annotations indicating the 
changes made, must be provided when required by the 
examiner. 

(e) Disclosure consistency. The disclosure must 
be amended, when required by the Office, to correct 
inaccuracies of description and definition, and to 
secure substantial correspondence between the 
claims, the remainder of the specification, and the 
drawings. 

(f) No new matter. No amendment may intro- 
duce new matter into the disclosure of an application, 

(g) Exception for examiners amendments. 
Changes to the specification, including the claims, of 
an application made by the Office in an examiner's 
amendment may be made by specific instructions to 
insert or delete subject matter set forth in the exam- 
iner s amendment by identifying the precise point in 
the specification or the claim(s) where the insertion or 
deletion is to be made. Compliance with paragraphs 
(b)(1), (b)(2), or (c).of this section is not required. 

(h) Amendment sections. Each . section of an 
amendment document {e.g., amendment to the claims, 
amendment to the specification, replacement draw- 
ings, and remarks) must begin on a separate sheet. 

(i) Amendmenis in reissue applications. Any 
amendment to the description and claims in reissue 
applications must be made in accordance with § 
1.173. 

(j) Amendments in reexamination proceedings. 
Any proposed amendment to the description and 
claims in patents involved in reexamination proceed- 
ings must be made in accordance with § 1.530. 

(k) Amendments in provisional applications. 
Amendments in provisional applications are not usu- 
ally made. If an amendment is made to a provisional 
application, however, it must comply with the provi- 
sions of this section. Any amendments to a provi- 
sional application shall be placed in the provisional 
application file but may not be entered. 


R-81 


Rev. 2. May 2004 


§ 1.122 


MANUAL OF PATENT EXAMINING PROCEDURE 


(32 FR 13583, Scpi. 28, 1967; 46 FR 29183, May 29. 
1981; para, (e), 49 FR 555. Jan. 4, 1984, effective Apr. 1, 
1984: revised, 62 FR 53I3L Oct. 10, 1997, effective Dec, 
L 1997; revised, 65 FR 54604, Sept. 8, 2000, effeciive 
Nov. 7, 2000; para, (i) revised, 65 FR 76756, Dec. 7, 2000, 
effective Feb. 5, 2001; revised, 68 FR 38611, June 30, 
2003, effective July 30, 2003] 

§ 1.122 [Reserved] 

[24 FR 10332, Dec. 22, 1959; para. (b). 49 FR 48416. 
Dec. 12, 1984. effective Feb. IL 1985; removed and 
reserved, 62 FR 53131, Oct. 10, 1997. effeciive Dec, I. 
1997] 

§ 1.123 [Reserved] 

' (48 FR 2712. Jan. 20, 1983, effective Feb. 27. 1983; 
49 FR 555. Jan. 4, 1984, effective Apr. 1, 1984; amended, 
58 FR 38719, July 20, 1993, effective Oct. 1. 1993: 
removed and reserved, 62 FR 53131. Oct. 10. 1997. effec- 
tive Dec. I. 1997] 

§ 1.124 [Reserved] 

[Removed and reserved, 62 FR 53131, Oct, 10. 1997. 
effeciive Dec. 1, 1997] 

§ 1.125 Substitute specification. 

(a) If the number or nature of the amendments 
or the legibility of the application papers renders it 
difficult to consider the application, or to arrange the 
papers for printing or copying, the Office may require 
the entire specification, including the claims, or any 
part thereof, be rewritten. 

(b) Subject to § 1.312, a substitute specifica- 
tion, excluding the claims, may be filed at any point 
up to payment of the issue fee if it is accompanied by 
a statement that the substitute specification includes 
no new matter. 

(c) A substitute specification submitted under 
this section must be submitted with markings showing 
all the changes relative to the immediate prior version 
of the specification of record. The text of any added 
subject matter must be shown by underlining the 
added text. The text of any deleted matter must be 
shown by strike-through except that double brackets 
placed before and after the deleted characters may be 
used to show deletion of five or fewer consecutive 
characters. The text of any deleted subject matter 


must be shown by being placed within double brack- 
ets if strike-through cannot be easily perceived. An 
accompanying clean version (without markings) must 
also be supplied. Numbering the paragraphs of the 
specification of record is not considered a change that 
must be shown pursuant to this paragraph. 

(d) A substitute specification under this section 
is not permitted in a reissue application or in a reex- 
amination proceeding. 

[48 FR 2712, Jan. 20, 1983. effective Feb. 27, 1983: 
revised, 62 FR 53131, Oct. 10, 1997, effective Dec. 1, 
1997: paras, (b)(2) and (c) revised, 65 FR 54604, Sept. 8, 
2000, effective Nov. 7. 2000; paras, (b) and (c) revised, 68 
FR 3861 K June 30, 2003, effective July 30, 2003] 

§ 1.126 Numbering of claims. 

The original numbering of the claims must be pre- 
served throughout the prosecution. When claims are 
canceled the remaining claims must not be renum- 
bered. When claims are added, they must be num- 
bered by the applicant consecutively beginning with 
the number next following the highest numbered 
claim previously presented (whether entered or not). 
When the application is ready for allowance, the 
examiner, if necessary, will renumber the claims con- 
secutively in the order in which they appear or in such 
order as may have been requested by applicant. 

[32 FR 13583, Sept. 28, 1967; revised, 62 FR 53131. 
Oct. 10, 1997, effective Dec. 1, 1997] 

§ 1.127 Petition from refusal to admit amend- 
ment. 

From the refusal of the primary examiner to admit 
an amendment, in whole or in part, a petition will lie 
to the Director under §1.181. 

(Revised, 68 FR 14332, Mar. 25. 2003, effective May 
1,2003] 

TRANSITIONAL PROVISIONS 

§ 1.129 Transitional procedures for limited 
examination after final rejection and 
restriction practice, 
(a) An applicant in an application, other than 

for reissue or a design patent, that has been pending 
for at least two years as of June 8, 1995, taking into 
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account any reference made in such applicaiion to any 
earlier filed applicaiion under 35 U.S.C. 120, 121 and 
365(c), is entitled to have a first submission entered 
and considered on the merits after final rejection 
under the following circumstances: The Office will 
consider such a submission, if the first submission and 
the fee set forth in § 1 . 17(r) are filed prior to the filing 
of an appeal brief and prior to abandonment of the 
application. The finality of the final rejection is auto- 
matically withdrawn upon the timely filing of the sub- 
mission and payment of the fee set forth in § i.l7(r). 
If a subsequent final rejection is made in the applica- 
tion, applicant is entitled to have a second submission 
entered and considered on the merits after the subse- 
quent final rejection under the following circum- 
stances: The Office will consider such a submission, 
if the second submission and a second fee set forth in 
§ 1 .17(r) are filed prior to the filing of an appeal brief 
and prior to abandonment of the application. The 
finality of the subsequent final rejection is automati- 
cally withdrawn upon the timely filing of the submis- 
sion and payment of the second fee set forth in 
§ 1.17(r). Any submission filed after a final rejection 
made in an application subsequent to the fee set forth 
in § 1.1 7(r) having been twice paid will be treated as 
set forth in § 1.116. A submission as used in this para- 
graph includes, but is not limited to, an information 
disclosure statement, an amendment to the written 
description, claims or drawings and a new substantive 
argument or new evidence in support of paientability. 

(b)( 1 ) In an application, other than for reissue or 
a design patent, that has been pending for at least 
three years as of June 8, 1995, taking into account any 
reference made in the application to any eariier filed 
application under 35 U.S.C 120, 121 and 365(c), no 
requirement for restriction or for the filing of divi- 
sional applications shall be made or maintained in the 
application after June 8, 1995, except where: 

(i) The requirement was first made in the 
application or any eariier filed application under 
35 U.S.C. 120, 121 and 365(c) prior to April 8, 1995; 

(ii) The examiner has not made a require- 
ment for resiriciion in ihe present or parent applica- 
tion prior to April 8, 1995, due to actions by the 
applicant; or 

(iii) The required fee for examination of 
each additional invention was not paid. 


(2) If the application contains more than one 
independent and distinct invention and a requirement 
for restriction or for the filing of divisional applica- 
tions cannot be made or maintained pursuant to this 
paragraph, applicant will be so notified and given a 
lime period to: 

(i) Elect the invention or inventions to be 
searched and examined, if no election has been made 
prior to the notice, and pay the fee set forth in l.I7(s) 
for each independent and distinct invention claimed in 
the application in excess of one which applicant 
elects; 

(ii) Confirm an election made prior to the 
notice and pay the fee set forth in § 1.1 7(s) for each 
independent and distinct invention claimed in the 
application in addition to the one invention which 
applicant previously elected; or 

(iii) File a petition under this section tra- 
versing the requirement. If the required petition is 
filed in a timely manner, the original time period for 
electing and paying the fee set forth in § l.l7(s) will 
be deferred and any decision on the petition affirming 
or modifying the requirement will set a new time 
period to elect the invention or inventions lo be 
searched and examined and to pay the fee set forth in 
§ 1.1 7(s) for each independent and distinct invention 
claimed in the application in excess of one which 
applicant elecis. 

(3) The additional inventions for which the 
required fee has not been paid will be withdrawn from 
consideration under § 1.142(b). An applicant who 
desires examination of an invention so withdrawn 
from consideration can file a divisional application 
under 35 U.S.C 121. 

(c) The provisions of this section shall not be 
applicable lo any application filed after June 8. 1995. 

lAdded, 60 FR 20195. Apr. 25, 1995. effective June 8, 
1995] 

AFFIDAVITS OVERCOMING REJECTIONS 

§ 1.130 Aflldavil or declaration lo disqualify 
commonly owned patent or published 

application as prior art. 
(a) When any claim of an applicaiion or a 
patent under reexamination is rejected under 
35 U.S.C 103 on a U.S. patent or U.S. patent applica- 
tion publication which is not prior art under 35 U.S.C 
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102(b), and the inveniions defined by the claims in the 
application or patent under reexamination and by the 
claims in the patent or published application are not 
identical but are not patentably distinct, and the inven- 
tions are owned by the same party, the applicant or 
owner of the patent under reexamination may disqual- 
ify the patent or patent application publication as prior 
art. The patent or patent application publication can 
be disqualified as prior art by submission of: 

(1) A terminal disclaimer in accordance with 
§ 1.321(c); and 

(2) An oath or declaration stating that the 
application or patent under reexamination and patent 
or published application are currently owned by the 
same party, and that the inventor named in the appli- 
cation or patent under reexamination is the prior 
inventor under 35 U.S.C. 104. 

(b) When an application or a patent under reex- 
amination claims an invention which is not patentably 
distinct from an invention claimed in a commonly 
owned patent with the same or a different inventive 
entity, a double patenting rejection will be made in the 
application or a patent under reexamination. A judi- 
cially created double patenting rejection may be obvi- 
ated by filing a terminal disclaimer in accordance 
with § 1.321(c). 

[Added, 61 FR 42790, Aug. 19, 1996, effective Sept. 
23, 1996; heading and para, (a) revised, 65 FR 57024, Sept. 
20, 2000, efTective Nov. 29, 2000] 

§ 1.131 Affidavit or declaration of prior inven- 
tion, 

(a) When any claim of an application or a 
patent under reexamination is rejected, the inventor of 
the subject matter of the rejected claim, the owner of 
the patent under reexamination, or the party qualified 
under §§ 1.42, 1.43, or 1.47, may submit an appropri- 
ate oath or declaration to establish invention of 
the subject matter of the rejected claim prior to the 
effective date of the reference or activity on which the 
rejection is based. The effective date of a U.S. patent, 
U.S. patent application publication, or international 
application publication under PCT Article 21(2) is the 
earlier of its publication date or date that it is effective 
as a reference under 35 U.S.C. 102(c). Prior invention 
may not be established under this section in any coun- 
try other than the United States, a NAFTA country, or 


a WTO member country. Prior invention may not be 
established under this section before December 8, 
1993, in a NAFTA country other than the United 
States, or before January 1, 1996, in a WTO member 
country other than a NAFTA country. Prior invention 
may not be established under this section if either: 

(1) The rejection is based upon a U.S. patent 
or U.S. patent application publication of a pending or 
patented application to another or others which claims 
the same patentable invention as defined in § 
1.601(n);or 

(2) The rejection is based upon a statutory 

bar. 

(b) The showing of facts shall be such, in char- 
acter and weight, as to establish reduction to practice 
prior to the effective date of the reference, or concep- 
tion of the invention prior to the effective date of the 
reference coupled with due diligence from prior to 
said date to a subsequent reduction to practice or to 
the filing of the application. Original exhibits of draw- 
ings or records, or photocopies thereof, must accom- 
pany and form part of the affidavit or declaration or 
their absence satisfactorily explained. 

[24 FR 10332, Dec. 22. 1959; 34 FR 18857, Nov. 26, 
1969; para, (a), 48 FR 2713. Jan. 20, 1983, effective Feb. 
27, 1983; para, (a), ,50 FR 9381. Mar. 7. 1985, effective 
May 8, 1985; 50 FR' 11366, Mar. 21. 1985: 53 FR 23733, 
June 23, 1988, effective Sept. 12, 1988: para. (a)(i) revised 
and para, (a)(2) added. 60 FR 21043. May 1. 1995. effec- 
tive May 31, 1995; para, (a) revised, 61 FR 42790, Aug. 19, 
1996, effective Sept. 23, 1996: heading and para, (a) 
revised, 65 FR 54604. Sept. 8. 2000. effective Sept. 8. 
2000; para, (a) revised. 65 FR 57024, Sept. 20. 2000. effec- 
tive Nov. 29, 2000] 

§ 1.132 AfHdavits or declarations traversing 
rejections or objections. 

When any claim of an application or a patent under 
reexamination is rejected or objected to, any evidence 
submitted to traverse the rejection or objection on a 
basis not otherwise provided for must be by way of an 
oath or declaration under this section. 

|48 FR 2713, Jan. 20. 1983. effective Feb. 27, 1983: 
revised. 61 FR 42790. Aug. 19. 1996. effective Sept. 23. 
1996; revi.sed, 65 FR 54604. Sept. 8. 2000, effective Sept. 
8, 2000; revised 65 FR 57024, Sept. 20. 2000. effective 
Nov. 29. 2000] 


Rev. 2, May 2004 


R-84 


PATCNT RULES 


§ 1.136 


INTERVIEWS 

§ 1.133 Interviews. 

(a)(l)lnterviews with examiners concerning 
applications and other matters pending before the 
Office must be conducted on Office premises and 
within Office hours, as the respective examiners may 
designate. Interviews will not be permitted at any 
other time or place without the authority of the Direc- 
tor. 

(2) An interview for the discussion of the 
patentability of a pending application will not occur 
before the first Office action, unless the application is 
a continuing or substitute application. 

(3) The examiner may require that an inter- 
view be scheduled in advance. 

(b) In every instance where reconsideration is 
requested in view of an interview with an examiner, a 
complete written statement of the reasons presented at 
the interview as warranting favorable action must be 
filed by the applicant. An interview does not remove 
the necessity for reply to Office actions as specified in 
§§ 1.111 and 1.135. 

(Para, (b) revised. 62 FR 53131, Oct. 10, 1997, effec- 
tive Dec. 1, 1997: para, (a) revised, 65 FR 54604, Sept. 8. 
2000, effective Nov. 7, 2000: para, (a)(1) revised, 68 FR 
14332, Mar. 25, 2003, effective May 1 , 2003] 

TIME FOR REPLY BY APPLICANT; 
ABANDONMENT OF APPLICATION 

§ 1.134 Time period for reply to an Office action. 

An Office action will notify the applicant of any 
non-statutory or shortened statutory time period set 
for reply to an Office action. Unless the applicant is 
notified in writing that a reply is required in less than 
six months, a maximum period of six months is 
allowed. 

[47 FR 41276. Sept. 17. 1982. effective Oct. 1, 1982; 
revised. 62 FR 53131. Oct. 10, 1997, effective Dec. 1. 
1997] 

§ 1.135 Abandonment for failure to reply within 
time period. 

(a) If an applicant of a patent application fails 
to reply within the time period provided under § 1 . 1 34 


and § 1.136, the application will become abandoned 
unless an Office action indicates otherwise. 

(b) Prosecution of an application to save it from 
abandonment pursuant to paragraph (a) of this section 
must include such complete and proper reply as the 
condition of the application may require. The admis- 
sion of, or refusal to admit, any amendment after final 
rejection or any amendment not responsive to the last 
action, or any related proceedings, will not operate to 
save the application from abandonment. 

(c) When reply by the applicant is a bona fide 
attempt to advance the application to final action, and 
is substantially a complete reply to the non-final 
Office action, but consideration of some matter or 
compliance with some requirement has been inadvert- 
ently omitted, applicant may be given a new time 
period for reply under § 1 .134 to supply the omission. 

[Paras, (a), (b), and(c). 47 FR 41276, Sept. 17, 1982, 
effective Oct. 1, 1982; para, (d) deleted, 49 FR 555. Jan. 4. 
1984, effective Apr. 1, 1984; revi.sed, 62 FR 53131. Oct. 
10, 1997. effective Dec. I, 1997] 

§ 1.136 Extensions of time. 

(a)(1) If an applicant is required to reply within 
a nonstatutory or shortened statutory time period, 
applicant may extend the time period for reply up to 
the eariier of the expiration of any maximum period 
set by statute or five months after the time period set 
for reply, if a petition for an extension of time and the 
fee set in § 1.17(a) are filed, unless: 

(1) Applicant is notified otherwise in an 
Office action; 

(ii) The reply is a reply brief submitted 
pursuant to § 1.193(b); 

(iii) The reply is a request for an oral hear- 
ing submitted pursuant to § 1.194(b); 

(iv) The reply is to a decision by the Board 
of Patent Appeals and Interferences pursuant to 
§ 1.196, § 1.197 or§ L304;or 

(v) The application is involved in an inter- 
ference declared pursuant to § 1 .61 1 . 

(2) The date on which the petition and the fee 
have been filed is the date for purposes of determining 
the period of extension and the corresponding amount 
of the fee. The expiration of the time period is deter- 
mined by the amount of the fee paid. A reply must be 
filed prior to the expiration of the period of extension 
to avoid abandonment of the application (§ 1.135), 
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but in no situation may an applicant reply later than 
the maximum lime period set by statute, or be granted 
an extension of lime under paragraph (b) of this sec- 
tion when the provisions of this paragraph are avail- 
able. See § 1.136(b) for extensions of time relating to 
proceedings pursuant to §§ 1.193(b), 1.194, 1.196 or 
1.197; § 1.304 for extensions of time to appeal to the 
U.S. Court of Appeals for the Federal Circuit or to 
commence a civil action: § 1.550(c) for extensions of 
lime in ex parte reexamination proceedings, § 1.956 
for extensions of lime in inter partes reexamination 
proceedings; and § 1.645 for extensions of time in 
interference proceedings. 

(3) A written request may be submitted in an 
application that is an authorization to treat any con- 
current or future reply, requiring a petition for an 
extension of time under this paragraph for its timely 
submission, as incorporating a petition for extension 
of time for the appropriate length of time. An authori- 
zation to charge all required fees, fees under § 1 . 17, or 
all required extension of time fees will be treated as a 
constructive petition for an extension of time in any 
concurrent or future reply requiring a petition for an 
extension of time under this paragraph for its timely 
submission. Submission of the fee set forth in 
§ 1.17(a) will also be treated as a constructive petition 
for an extension of time in any concurrent reply 
requiring a petition for an extension of lime under this 
paragraph for its timely submission, 

(b) When a reply cannot be filed within the time 
period set for such reply and the provisions of para- 
graph (a) of this section are not available, the period 
for reply will be extended only for sufficient cause 
and for a reasonable time specified. Any request for 
an extension of time under this paragraph must be 
filed on or before the day on which such reply is due, 
but the mere filing of such a request will not affect 
any extension under this paragraph. In no situation 
can any extension carry the date on which reply is due 
beyond the maximum time period set by statute. See 
§ 1.304 for extensions of lime to appeal to the U.S. 
Court of Appeals for the Federal Circuit or to com- 
mence a civil action; § 1.645 for extensions of time in 
interference proceedings; § 1.550(c) for extensions of 
time in ex parte reexamination proceedings; and 


§ 1.956 for extensions of time in inter partes reexami- 
nation proceedings. 

(c) If an applicant is notified in a "Notice of 
Allowability" that an application is otherwise in con- 
dition for allowance, the following time periods are 
not extendable if set in the "Notice of Allowability'' 
or in an Office action having a mail date on or after 
the mail date of the "Notice of Allowability": 

(1) The period for submitting an oath or dec- 
laration in compliance with § 1 .63; 

(2) The period for submitting formal draw- 
ings set under § 1 .85(c); and 

(3) The period for making a deposit set under 
§ 1.809(c). 

147 FR 41277, Sept. 17. 1982, effective Oct. L 1982; 
49 FR 555, Jan. 4, 1984, effective Apr. L 1984; 49 FR 
48416, Dec. 12, 1984, effective Feb. IL 1985; 54 FR 
29551, July 13, 1989, effective Aug. 20, 1989: para, (a) 
revised. 58 FR 54504, Oct. 22, 1993, effective Jan. 3. 1994: 
revised 62 FR 53131, Oct. 10, 1997, effective Dec. 1, 
1997; para, (c) added, 65 FR 54604, Sept. 8, 2000, effective 
Nov. 7, 2000; paras, (a)(2) and (b) revised, 65 FR 76756. 
Dec. 7. 2000, effective Feb. 5, 2001; para, (c) revised. 
66 FR 2 1 090, Apr. 27, 200 1 , effective May 29, 200 1 ] 

§ 1.137 Revival of abandoned application, termi- 
nated reexamination proceeding, or 
lapsed patent, 
(a) Unavoidable. If the delay in reply by appli- 
cant or patent owner was unavoidable, a petition may 
be filed pursuant to this paragraph to revive an aban- 
doned application, a reexamination proceeding termi- 
nated under §§ 1 .550(d) or 1 .957(b) or (c), or a lapsed 
patent. A grantable petition pursuant to this paragraph 
must be accompanied by: 

(1) The reply required to the outstanding 
Office action or notice, unless previously filed; 

(2) The petition fee as set forth in § 1 . 1 7(1); 

(3) A showing to the satisfaction of the 
Director that the entire delay in filing the required 
reply from the due date for the reply until the filing of 
a grantable petition pursuant to this paragraph was 
unavoidable; and 

(4) Any terminal disclaimer (and fee as set 
forth in § 1.20(d)) required pursuant to paragraph (d) 
of ihis section. 
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(b) Unintentionol. If ihe delay in reply by appli- 
cant or patent owner was unintentional, a petition may 
be filed pursuant to this paragraph to revive an aban- 
doned applicaiion, a reexamination proceeding termi- 
nated under §§ 1 .550(d) or 1 .957(b) or (c), or a lapsed 
patent. A grantable petition pursuant to this paragraph 
must be accompanied by: 

(1) The reply required to the outstanding 
Office action or notice, unless previously filed; 

(2) The petition fee as set forth in § 1-I7(m); 

(3) A statement that the entire delay in filing 
the required reply from the due date for the reply until 
the filing of a grantable petition pursuant to this para- 
graph was unintentional. The Director niay require 
additional information where there is a question 
whether the delay was unintentional; and 

(4) Any terminal disclaimer (and fee as set 
forth in § 1.20(d)) required pursuant to paragraph (d) 
of this section. 

(c) Reply. In a iionprovisional application aban- 
doned for failure to prosecute, the required reply may 
be met by the filing of a continuing application, In a 
nonprovisional utility or plant application filed on or 
after June 8, 1995, and abandoned for failure to prose- 
cute, the required reply may also be met by the filing 
of a request for continued examination in compliance 
with § 1.114. In an application or patent, abandoned 
or lapsed for failure to pay the issue fee or any portion 
thereof, the required reply must include payment of 
the issue fee or any outstanding balance. In an appli- 
cation, abandoned for failure to pay the publication 
fee, the required reply must include payment of the 
publication fee. 

(d) Terminal disclaimer. 

(1) Any petition to revive pursuant to this, 
seclion in a design application must be accompanied 
by a terminal disclaimer and fee as set forth in § 
1.321 dedicating to the public a terminal part of the 
term of any patent granted thereon equivalent to the 
period of abandonment of the application. Any peti- 
tion to revive pursuant to this section in either a utility 
or plant application filed before June 8, 1995, must be 
accompanied by a terminal disclaimer and fee as set 
forth in § 1.321 dedicating to the public a terminal 
part of the term of any patent granted thereon equiva- 
lent to the lesser of: 

(i) The period of abandonment of the 
application; or 


(ii) The period extending beyond twenty 
years from the date on which the application for the 
patent was filed in the United States or, if the applica- 
tion contains a specific reference lo an earlier filed 
applicaiion(s) under 35 U.S.C. 120, 121, or 365(c), 
from the date on which the earliest such application 
was filed. 

(2) Any temiinal disclaimer pursuant to para- 
graph (d)(r) of this section must also apply to any 
patent granted on a continuing utility or plant applica- 
tion filed before June 8, 1995, or a continuing design 
application, that contains a specific reference under 
35 U.S.C. 120, 121, or 365(c) to the application for 
which revival is sought. 

(3) The provisions of paragraph (d)( 1 ) of this 
section do not apply to applications for which revival 
is sought solely for purposes of copendency with a 
utility or plant application filed on or after June 8, 
1995, to lapsed patents, or to reexamination proceed- 
ings- 

(e) Request for reconsideration, Any request 
for reconsideration or review of a decision refusing lo 
revive an abandoned application, a terminated reex- 
amination proceeding, or lapsed patent upon petition 
filed pursuant to this section, to be considered timely, 
must be filed within two months of the decision refus- 
ing to revive or within such time as set in the decision. 
Unless a decision indicates otherwise, this time period 
may be extended under: 

(1) The provisions of § 1.136 for an aban- 
doned application or lapsed patent; 

(2) The provisions of § 1.550(c) for a termi- 
nated ex parte reexamination proceeding filed under 
§ 1.510; or 

(3) The provisions of § 1.956 for a termi- 
nated inter partes reexamination proceeding filed 
under § 1.913. 

(f) Abandonment for failure to notify the Office 
of a foreign filing: A nonprovisional application aban- 
doned pursuant to 35 U.S.C. 122(b)(2)(B)(iii) for fail- 
ure to timely notify the Office of the filing of an 
application in a foreign country or under a multina- 
tional treaty that requires publication of applications 
eighteen months afier filing, may be revived only pur- 
suant to paragraph (b) of this seclion. The reply 
requirement of paragraph (c) of this section is met by 
the notification of such filing in a foreign country or 
under a multinational treaty, but the filing of a petition 
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under this section will not operate to stay any period 
for reply that may be running against the application. 

(g) Provisional applications: A provisional 
application, abandoned for failure to timely respond 
to an Office requirement, may be revived pursuant to 
this section. Subject to the provisions of 35 U.S.C. 
119(e)(3) and § 1.7(b), a provisional application will 
not be regarded as pending after twelve months from 
its filing date under any circumstances. 

(47 FR 41277, Sept. 17, 1982, effective Oct. L 1982; 
para, (b) 48 FR 2713, Jan. 20, 1983. effective Feb. 27, 
1983; paras, (a) - (c), paras, (d) & (e) added, 58 FR 44277, 
Aug. 20,1993, effective Sept. 20, 1993; para, (c) revised, 
60 FR 20195, Apr. 25, 1995, effective June 8. 1995: 
revised, 62 FR 53131, Oct. 10, 1997, effective Dec. 1, 
1997; para, (c) revised, 65 FR 54604, Sept. 8, 2000, effec- 
tive Sept. 8, 2000; revised, 65 FR 57024. Sept. 20, 2000, 
effective Nov. 29, 2000; paras, (a)(3) & (b)(3) revised, 68 
FR 14332, Mar. 25, 2003, effective May I, 2003] 

§ 1.138 Express abandonment. 

(a) An application may be expressly abandoned 
by filing a written declaration of abandonment identi- 
fying the application in the United States Patent and 
Trademark Office. Express abandonment of the appli- 
cation may not be recognized by the Office before the 
date of issue or publication unless it is actually 
received by appropriate officials in time to act. 

(b) A written declaration of abandonment must 
be signed by a party authorized under § 1 -33(b)(1), 
(b)(3), or (b)(4) to sign a paper in the application, 
except as otherwise provided in this paragraph. A reg- 
istered attorney or agent, not of record, who acts in a 
representative capacity under the provisions of § 
1.34(a) when filing a continuing application, may 
expressly abandon the prior application as of the fil- 
ing date granted to the continuing application. 

(c) An applicant seeking to abandon an applica- 
tion to avoid publication of the application (see § 
1-2 11 (a)(1)) must submit a declaration of express 
abandonment by way of a petition under this section 
including the fee set fonh in § 1.17(h) in sufficient 
time to permit the appropriate officials to recognize 
the abandonment and remove the application from the 
publication process. Applicant should expect that the 
petition will not be granted and the application will be 
published in regular course unless such declaration of 
express abandonment and petition are received by the 


appropriate officials more than four weeks prior to the 
projected date of publication. 

147 FR 47244. Oct. 25, 1982. effective Feb. 27, 1983; 
49 FR 48416, Dec. 12, 1984, effective Feb. 11, 1985; 
revised. 65 FR 54604, Sept. 8, 2000, effective Nov, 7, 
2000; para, (a) revised and para, (c) added, 65 FR 57024, 
Sept. 20. 2000. effective Nov. 29. 2000] 

§ 1.139 [Reserved] 

[Added. 60 FR 20195, Apr. 25, 1995, effective June 8, 
1995; removed and reserved, 62 FR 531 31, Oct. 10. 1997, 
effective Dec. 1, 1997] 

JOINDER OF INVENTIONS IN ONE 
APPLICATION; RESTRICTION 

§ 1,141 DifTerent inventions in one national 
application. 

(a) Two or more independent and distinct 

inventions may not be claimed in one national appli- 
cation, except that more than one species of an inven- 
tion, not to exceed a reasonable number, may be 
specifically claimed in different claims in one national 
application, provided the application also includes an 
allowable claim generic to all the claimed species and 
all the claims to species in excess of one are written in 
dependent form (§ 1 .75) or otherwise include all the 
limitations of the generic claim. 

(b) Where claims to all three categories, prod- 
uct, process of making, and process of use, are 
included in a national application, a three way 
requirement for restriction can only be made where 
the process of making is distinct from the product. If 
the process of making and the product are not distinct, 
the process of using may be joined with the claims 
directed to the product and the process of making the 
product even though a showing of distinctness 
between the product and process of using the product 
can be made. 

152 FR 20046, May 28, 1987. effective July I, 1987] 

§ 1.142 Requirement for restriction. 

(a) . If two or more independent and distinct 
inventions are claimed in a single application, the 
examiner in an Office action will require the applicant 
in the reply to that action to elect an invention to 
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